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Docket No.: 0175 16-0061 lOUS 
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Customer Nq. 20350 



IN THE UMTED STATES PATENT AND TRADEMARK OFEICE "^^"ng^ ^ 



In re application of: 

JANEZFUNDA 

Application No.: 09/595,186 

Filed: June 16, 2000 

For: SYSTEM AND METHOD FOR 

AUGMENTATION OF ENDOSCOPIC 
SURGERY 



Confirmation No.: 6794 

Examiner: Mantis Mercaer, Eleoi 

Art Unit: 3737 

PETITION FOR REVIVAL OF 
UNINTENTIONALLY ABANDONED 
APPLICATION UNDER 37 C.F.IL § 
1.137(b) 



Commissioner for Patents 
P.O. Box 1450 
Alexandria, VA 22313-1450 

Sir: 

Applicants respectftiUy petition that the above-referaiced application be revived. 

This application was unintentionally abandoned for failure to respond to an 
Office Action mailed ftom the U.S. Patent Office on September 16, 2003. A copy of the Office 
Action is attached. That document required a response within ninety (90) days of the date of the 
Office Action (e.g., by December 16, 2003) so as to avoid abandonment. 

Pursuant to 37 C.F.R. § 1.137Cb), AppUcants provide the following to 
accompany this Petition: 

1. The required reply to the outstanding 0ffice,4^(m4B^fil?d,gg,jjQ, , 
herewith in the fonn of an Amendment. 

2. Authorization is hereby granted for withdrawal of the Petition fee 
set forth in §1.17(m) of Sl.SOO.OO: and 
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Application No.: 09/595,186 



PATEN T 



Petition to Revive Unintentional Abandoned 
Application mailed on February 2, 200S 
Page 2 



3 , The entire delay in filing the required Reply, from the due for the 
Reply until the filing of this Petition, was unintentional. 

As Applicants have coxnphed with aU requirements of 37 C.F.R. § 1.137(b) for 



revival of this unintentionally abandoned ^plication, Applicants request the plication be 
revived and advanced to issuance. 



If the Examiner believes a telephone conference would expedite prosecution of 



this application, please telephone the undersigned at . 



TOWNSEND and TOWNSEND and CREW LLP 
Two Embarcadero Center, Eighth Floor 
San Francisco, California 94111-3834 
Tel: (415) 576-0200 // Fax: (415) 576-0300 
MDB:nap 

Attachment: Copy of Office Action of 09/16/03 

60377587 v1 



CONCLUSION 




Respectfully submitted. 



Mark D, Barriah 
Reg. No. 36,443 
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Office Action Summary 



Application No. 

09/595,186 



Examiner 
-RunaS. QadsrI 



App1lcdnt(Q) 

FUNDAETAL 



Art Unit 
3737 



- 77m WAiUNG DATS Of this GommunhGtlon appears on Mo eovBTBtiBBt wfWVio comspofKiwc& atftfitfis - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 M0NTH(8) FROM 
THE WIAIUNG DATE OF THIS COMMUNICATION. 

« ExlMilDnaaftlmdmaybeflVd[labteundQrtl>eproM»lQnfifir37CFHl.13e0 Ui nofivefm,heAMeverimayar»pfybdt1metymod 
aRarSOC 09 MONTHS from tjid mailing data orthia convnunlcafon. 

• If Dia pflftod for reply fpooinsct above Is tees Ihsm thtity {3Q) a ra»ly wHhIn tha Qtatutory mlntrmim of thirty (?a) day* ^ bo QpnvMflrod Qmfily. 

- tf NO perfod fot rapty Id epoefned «bovfi| tha maifimum statutory peifea vi/flf apply and will ejpre SIX (€) MONTHS tan tho mailing dalo of this eommt^nlostjon. 
m PallumtaropfyvvaiUnfhasdorcixtondedpdrtodforrapiyiArilltby^ {S5U^AS1^> 

• Any mpty rmhad by tha ontao tetarth anjhm e months afler the mttt^g dote of tKa conmiunlbaUont ovm Vtlmaty IHad, may raduoe any 
flsmad patant (am) a^stmsnt. Sea 37 CFR 1 i704{b)» 

Responsive to communicat!on(9) filed on 04 December 2000 . 
2a)a This action Is PINAL. 2b)S This action Is non-final. 

3) D Since this appllcailon is in condition for allowance except for formal matters, prosecution as to the merfts is 

closed In accordance with the practice under Ex parte Qu^yle, 1935 CD. 1 1 , 4S3 O.G. 21 3. 
Disposition of Claims 

4) ISI Claim(s) iB-ZA^nHSL^ i^fare pencfjng in the application. 

4a) Of the atsove clalm(s} ^^£3 is/are withdrawn flrom consideration. 

5) D Clalmfa^ IB/are allowed. 

6) IS Clalm(s) 16^24 is/ars rejected, 
?)□ Claim(s) Is/are objected to, 

e)P CIaini(s) are subject to restriction and/or election requirement 

Application Papers 

9)[S The specification is objected to by the Examiner 

10>D The dFawing($) filed on is/are: a)P sccepted or b)P objected tg by the ^amlner. 

Applfcant may not request that any objection to the drawing(s) be held in abeysnce. See 37 CFR 1, 85(a), 

11)P The proposed drawing correction filed on ^ Is: a)n approved b)P disapproved by the Examiner. 

If approved, corected dravdngs are required In reply to this Office action. 
' 12)0 The oath or declaration is Objected to by the Examiner. 
Priority under 3S U.S,C. §§119 and 120 
13)P Acknowledgment is made of a claim for foreign pdority under 35 U.S.C, § 1 19(aHd) or (f), 
a)PAII b)P 8ome*c)P None of: 

1 ,P Certified copies of the prfority documents have been received. 

2.P Certified copies of the priomy documents have been received in Application No, ^ , 



3,n Copies of the certified copies of the priority documents have been received In Uils National Stage 
applicatiori from the Intemational Bureau (PCT Rule 17.2(a)), 
* See the attached detailed Office action for a list of the certified copies not received. 

14) P Acknowledgment is made of a cidim for domestic priority under 35 U.S,C, § 1 1 9(e) (to a provisional application); 

3) □ The translation of the fbreign language provisional application has been received. 

15) !SI Acknowledgment is made of a claim for domestic priority under 35 U.S.C, §§ 120 and/or 121 , 

AftBcf9Ticnt(s) 



Notice or References Citftd (PTQ-892) 
Notice of Draflsper^on's Patent Drawing RhvIw 



3) U Information Ol^oDure 8tatdmftnt{s} (PT0^1449} Paper No(6). 



4) P Interview Summary (PTO-41 S) Paper No(s). , 

5) n NodOA d Informal Patent Application (PTO-162) 

6) noihBr: 
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Application/Control Number 09/595,186 Page 2 

Art Unit: 3737 

DETAILED ACTION 



Election/RestricVons 
Restriction to one of the following inventiona is required under 35 U.S.C. 121; 

I. Claims 1 8-24, drawn to a method of controlling the position of a surgical 
instrument Inside a patient's body, classifled in class 600, subclass 425. 

II. Claims 37-43, drawn to a system of positioning for two or more surgical 
instruments relative to a patient's body, classified in class 600, subclass 
407. 

The Inventions are distinct, each from the other because of the following reasons: 

Inventions I and II are unrelated, Inventions are unrelated if it can be shown that 
they are not disclosed as capable of use together and they have different modes of 
operation, different functions, or different effects (MPEP § 806,04, MPEP § 808.01). In 
the instant case the different Inventions are directed to unrelated systems of positioning 
medical devices relative to a patient's body. Invention I is directed to providing 
anatomical feature images to position surgical instmments inside the body, while 
invention II is directed to a voice recognition system that transfers commands between 
operator and system to position surgical instrument relative to a patient's body. Because 
these Inventions are distinct for the reasons given above and have acquired a separate 
status in the art as shown by their different classification, restriction for examination 
purposes as indicated is proper. 
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Application/Control Number: 09/595,186 Page 3 

Art Unit: 3737 

During a telephone conversation with Louis J. Percello on September 2, 2003 a 
provisional election was made with traverse to prosecute the invention of Group i, 
claims 18-24. Affirmation of this election must be made by applicant in replying to this 
Office action. Claims 37-43 are withdrawn firom further consideration by the examiner, 
37 CFR 1,142(b}, as being drawn to a non-elected invention. 

Speclfhatiort 

The abstract of the disclosure is objected to isecause It is not a single paragraph 
and it exceeds 150 words limit. Correction is required. See MPEP § 608.01 (b). 



■The examiner suggests the following arrangement for the layout of the 

specification. Specifically examiner notes that presently in the specification "Brief' 

Description of Drawings" precedes the "Summary of the Invention". 

The following guidelines illustrate the prafered layout for the specification of a 
utility application. These guidelines are suggested for the applicant's use. 

Arrangement Qf the specification 

As provided in 37 CFR 1.77(b), the specification of a utility application should 
Include the following sections, in order. Each of the lettered Items should appear in 
upper case, without underlining or bold type, as a section heading. If no text follows the 
section heading, the phrase "Not Applicable' should follow the section heading: 

(a) TITLE OF THE INVENTION. 

(b) CROSS-REFERENCE TO RELATED APPLICATIONS, 

(c) STATEiVIENT REGARDING FEDERALLY SPONSORED RESEARCH OR 

DEVELOPMENT. 

(d) INCORPORATION-BY-REFERENCE OF MATERIAL SUBMnTED ON A 

COMPACT DISC (See 37 CFR 1.62(e)(5) and MPEP 608.06. Computer 
program listings (37 CFR 1.96(c)), "Sequence Listings" (37 CFR 1.821(c)), 



PAGE 12/31 ' RCVD AT 2l2l20Di 6:41:1 1 PM [Eastern Standard TinK] ' SVR:USPT0-EFXRF-1I4 ' DNIS:872930$ * CS1D:165(I32$2422 ' DURATION (mm-ss):0840 



FEB. 2.2005 3:50Pri TTC-PA 650-326-2422 NO. 821 P. 13 

M ■ ) 



AppliCQtion/Control Number 09/595,186 Page 4 

Art Unit: 3737 

and tables havfng more than 50 pages of text are permitted to be 
submitted on compact discs.) or 

REFERENCE TO A -MICROFICHE APPENDIX" (See MPEP § 608,05(a). 
"Microfiche Appendices" were accepted by the Office until March 1 , 2001 .) 
(e) BACKGROUND OF THE INVENTION. 

(1) Reld of the Invention. 

(2) Description of Related Art including infbnnation disclosed under 37 
CFR 1.97 and 1.98. 

(0 BRIEF SUMMARY OF THE INVENTION. 

(g) BRIEF DESCRIPTION OF THE SEVERAL VIEWS OF THE DRAWING{S), 

(h) DETAILED DESCRIPTION OF THE INVENTION. 

(i) CLAIM OR CLAIMS (commencing on a separate sheet). 

(j) ABSTRACT OF THE DISCLOSURE (commencing on a separate sheet), 
(k) SEQUENCE LISTING (See MPEP § 2424 and 37 CFR 1 .821-1 .625. A 

"Sequence Listing" Is required on paper if the application discloses a . 

nucleotide or amino acid sequence as defined In 37 CFR 1.821 (a) and if 

the required "Sequence Listing" is not submitted as an electronic 

document on compact disc). 



Claim Rejections • 35 USC § 102 

The fx^llowing Is a quotation of the appropriate paragraphs of 35 U.S.C. 1 02 that 
fonri the basis for tiie rejections under this section made in this Office action: 
A person shatl be entitled to a patent unless - 

(b) the invention was patented or described In a printed publication in this or a foreign country or In public 
use or on sale in this country, more than one year prior to the date of applieation for patent in the United 
States. 

(e) the inventioti was described in a patent granted en an application for patent by anoltier filed in the 
United States before the invention thereof by the appDcant for patent, or on an international application 
by another who has fUllilledflie requirements of paragraphs (1), ^), and (4) of section 371(o) of tNs 
title before the invention hereof by the applicant for patent. 



The ch^ges made to 35 U.S.C. 102(e) by the American Inventors Protection Act 
of 1999 (AlPA) and the Intellectual Property and High Technology Technical 
Amendments Act of 2002 do not apply when the reference is a U.S. patent resulting 
directly or Indirectly from an international application filed before November 29, 2000. 
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Application/Control Number 09/595, 1 86 Page 5 

Art Unit; 3737 

Therefbre, the prior art date of the reference is determined under 35 U.S.C. 102(e) prior 
to the amendment by the AlPA (pre-AiPA 35 U.S.C. 102(e)). 

Claims 18 and 19 are rejected under 35 U.S.C. 102(b) as being ciearly 
anticipated by Abela at al. 

The system Abela et ai. teaches an angioscoplc method that can designate the 3 
dimensional distance of a point within thebody relative to the tip of the angloscopa. 
Column 12 lines 44 through column 13 line 56 describes the positional Information that 
is obt^ned by the angloscope. Tlie angloscope is Interpreted as the first surgical 
Instrument having means of transmitting an image outside the body. Further the point 
or object or scene as recited by Taylor Is Interpreted as tha anatomical feature. Finally 
the recitation to manipulation of the instalment, column 1 2 lines 64-67, of Taylor 
incorporates the positioning of the fi rst surgical Instrument. Figure 1 0 diagrams the 
image-processing scheme for determining the 3-D positional information. 

Claims 18, 19, and 21 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Taylor (Pai# 5,402,801) 

The applied reference has a common assignee with the instant application. 
Based upon the earlier effective U.S. filing date of the reference, it constitutes prior art 
under 35 U.S.C. 102(e). This rejection under 35 U.S.C. 102(e) might be overcome 
either by a showing under 37 CFR 1 . 1 32 that any inventior^ disclosed but not claimed in 
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Application/Control Number 09/595, 1 86 Page 6 

Art Unit: 3737 

the reference was derived from the Inventor of this application and is thus not the 
invention "by another," or by an appropriate showing under 37 CFR 1 .131 . 

The apparatus of Taylor, specifically Fig. 1 0, teaches providing the method of 
controlling the position of a surgical instrument as claimed In 1 8, 9, and 21 . An system 
242 comprises a surgical first Instrument 254 tiiat has imaging transmitting 266 for 
satisfying the applicant's limitation to a first surgical instrument transmitting an image 
out of the patient's body. Column 21 lines 34-41 of Taylor teach that the surgeon can 
designate a particular anatomical feature within the image. Hie transmitting Image is 
sent to a monitor for display and to a image processor and/or computer. As taught by 
the applicant claims the image processor and/or computer provides relative positional 
information of the surgical instrument to the patient's anatomy (spedfically to an 
anatomical feature when designated). The positional information includes location and 
orientation therefore providing 3-D positional Infomnation as taught by applicant. The 
positional information is used to move the surgical instrument to desired locations 
and/or to provide the desired graphical display of the anatomical feature. Regarding 
claims 21 , Taylor teadies that a second surgical instrument can further be incorporated 
Into the system and if s position or reposition is satisHed by the same methods as that of 
the first surgical instrument. 
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C/a/m R^ocHons - 95 USC § 103 



Vr\& following is a quotation of 35 U,S.C. 103(a) which forms the basis for ail 
obviousness rejections setfbrth in this Office action: 

(a) A patent may not be obtained tttough the fnventian is not identically disclosed or described as set 
forth In section 1 G2 of this title, if the differences between the subject matter sought to be patented and 
the prior ait are such that the subject matter as a whole would have been obvious at the time 4ie 
invention was made to a person having ordinary skill In the art to which said subject matter pertains. 
PatentablGty shall not be negatived by the manner In which the invention was made. 

Claims 20 are 22-24 rejected under 35 U.S.C. 103(a) as being obvious over 
Taylor (Pat# 5,402,801). 

The applied reference has a common assignment and one common Inventor with 
the instant application. Basad upon the earlier effective U.S. filing date of the reference, 
it constitutes prior art only under 3S U.S.C. 102(6). This rejection under ,35 U.S.C. 
103(a) might be overcome by: (1 ) a showing under 37 CFR 1 .132 that any invention 
disclosed but not claimed in the reference was derived from the Inventor of this 
application and is thus not an invention "by another'; (2) a showng of a date of 
invention for the daimed subject matter of the application which corresponds to subject 
^ matter disclosed but not claimed in the reference, prior to the eftective U.S. filing date of 
the reference under 37 CFR 1 ;i31 ; or (3) an oath or declaration under 37 CFR 1 .130 
stating that the application and reference are cun'ently owned by the same party and 
that the inventor named in the application is the prior inventor under 35 U.S.C, 104, 
together with a terminal disclaimer In accordance with 37 CFR 1 .321 (c). For 
applications filed on or after November 28, 1999, this rejection might also be overcome 
by showing that the subject matter of the reference and the claimed invention were, at 
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Application/control Number: 09/595,186 
Art Unit: 3737 

«,e^a.e.anc,me«,<K.c.T«,U.dcesno.precMe*=.pr<.v*fl™ve.en.ofme 

^^,a,.n,.«,«m™.a«v.c«,ean,«mlC*a.u«.inone«<.orW--. 
Thl,,3,u*er.«ppo.e.ty*.r^«on,oa-s«r«,ca,pam"o,Tay,or.A.su^.ca.pa«, 

,„eo,po..ed*.P«*»Ca.n,«.ty.pplicant Regains d^n, 24 Taylor do,, no. 
»ach.he-.c«menta(n»v.n«mMthe"zo«n"^,nc«onof«,esu,,ioa,ln^.n».«» 

ot^lous to one or o,^na,y ski. in the an « «» «"> '-enflon was ^de to prov,de 
3,^ av«^la .oHon med^anism along ^ axl. of visw because ma and «.u,t o, 
.„om- is satis^ad. Tha Having .noamentaliy to a dasi^d zocn, or moving 
directly to the desired zoom provided the same image. 

Any inquiry concamlng this communication or .allar communications from the 
examiner Should bedlraC^^^Runa 8. Qad^i Who,, teiaphone number IS (703,306. 

8165. ^ axamlnar can normany be reached on Mon-Fri 8-.00^:30. 

K attempts to reach tha examiner by teiaphohe are u,successful, tha axaminar-s 
■ ,.p«vlsor,0ennisW.Ruhi»nbarea*edc.(703,30S.2262. TT« .» phone number 
.or the org«,iz«lan v^e mis applloation or preceding i. asslgnad is (703, 872-9306. 

Any inquiry of a 8«,aral natura or ralatina to the status of this appilcaUon or 
p^ceecng should b. dl,«oted to tha r.=ap«oni« «ho.. talephona number is (703, 303- 
0858.. 

OA $ — ^DENNIS RUHL 

' PRIMARY EXAMINER 

RSQ 
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